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DETAILED ACTION 

This is a First Action on the Merits. Claims 23-25 have been 
cancelled. Claims 1-22 are pending and examined below. 

Information Disclosure Statement 

1. The listing of references in the specification is not a 
proper information disclosure statement. 37 CFR 1.98(b) 
requires a list of all patents, publications, or other 
information submitted for consideration by the Office, and MPEP 
§ 609.04(a) states, "the list may not be incorporated into the 
specification but must be submitted in a separate paper." 
Therefore, unless the references have been cited by the examiner 
on form PTO-892, they have not been considered. 

In addition, Reference "4" under "other documents" 
submitted in the IDS dated 14 December 2004 was not considered, 
as it was an illegible copy that applicant provided. For the 
prior art to be considered, please submit a clearer copy. 

Drawings 

2. The drawings are objected to under 37 CFR 1.83(a) because 
they fail to show what constitutes the intermediate layers (2) . 
According to Figure 1, element 2, applicant appears to show 
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numerous separate layers yet does not provide what these 
individual layers are as described in the specification. Any 
structural detail that is essential for a proper understanding 
of the disclosed invention should be shown in the drawing. MPEP 
§ 608.02(d). Corrected drawing sheets in compliance with 37 CFR 
1.121(d) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the 
immediate prior version of the sheet, even if only one figure is 
being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be 
canceled, the appropriate figure must be removed from the 
replacement sheet, and where necessary, the remaining figures 
must be renumbered and appropriate changes made to the brief 
description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to 
show the renumbering of the remaining figures. Each drawing 
sheet submitted after the filing date of an application must be 
labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not 
accepted by the examiner, the applicant will be notified and 
informed of any required corrective action in the next Office 
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action. The objection to the drawings will not be held in 
abeyance . 



Specification 

3. Applicant is reminded of the proper content of an abstract 
of the disclosure. 

A patent abstract is a concise statement of the technical 
disclosure of the patent and should include that which is new in 
the art to which the invention pertains. If the patent is of a 
basic nature, the entire technical disclosure may be new in the 
art, and the abstract should be directed to the entire 
disclosure. If the patent is in the nature of an improvement in 
an old apparatus, process, product, or composition, the abstract 
should include the technical disclosure of the improvement. In 
certain patents, particularly those for compounds and 
compositions, wherein the process for making and/or the use 
thereof are not obvious, the abstract should set forth a process 
for making and/or use thereof. If the new technical disclosure 
involves modifications or alternatives, the abstract should 
mention by way of example the preferred modification or 
alternative . 

The abstract should not refer to purported merits or 
speculative applications of the invention and should not compare 
the invention with the prior art. 

Where applicable, the abstract should include the 
following : 

(1) if a machine or apparatus, its organization and operation; 

(2) if an article, its method of making; 

(3) if a chemical compound, its identity and use; 

(4) if a mixture, its ingredients; 

(5) if a process, the steps. 

Extensive mechanical and design details of apparatus should 
not be given. 

Applicant is reminded of the proper language and format for 
an abstract of the disclosure. 



Application/Control Number: 10/500,154 
Art Unit: 3635 



Page 5 



The abstract should be in narrative form and generally 
limited to a single paragraph on a separate sheet within the 
range of 50 to 150 words. It is important that the abstract not 
exceed 150 words in length since the space provided for the 
abstract on the computer tape used by the printer is limited. 
The form and legal phraseology often used in patent claims, such 
as "means" and "said," should be avoided. The abstract should 
describe the disclosure sufficiently to assist readers in 
deciding whether there is a need for consulting the full patent 
text for details. 

The language should be clear and concise and should not 
repeat information given in the title. It should avoid using 
phrases which can be implied, such as, "The disclosure 
concerns," "The disclosure defined by this invention," "The 
disclosure describes," etc. 

The abstract of the disclosure does not commence on a 

separate sheet in accordance with 37 CFR 1.52(b) (4). A new 

abstract of the disclosure is required and must be presented on 

a separate sheet, apart from any other text. 



Claim Objections 
4. Claim 18 is objected to because of the following 
informalities: applicant claims in the preamble "A building or 
other construction..." yet the preamble from claim 1, from which 
claim 18 depends, claims "a cladding material". The preambles 
should match. Appropriate correction is required. 
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Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 
U.S.C. 112: 

The specification shall contain a written description of the invention, and 
of the manner and process of making and using it, in such full, clear, 
concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and 
use the same and shall set forth the best mode contemplated by the inventor 
of carrying out his invention. 

Claim 20 is rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the enablement requirement. The 
claim (s) contains subject matter which was not described in the 
specification in such a way as to enable one skilled in the art 
to which it pertains, or with which it is most nearly connected, 
to make and/or use the invention. Applicant claims the 
limitation "arranging for filtered air from within the building 
or other construction to pass to the exterior of the building or 
other construction" (sub "b") . The specification does not 
provide the proper enablement for one of ordinary skill in the 
art to achieve this process. 

The following is a quotation of the second paragraph of 35 
U.S.C. 112: 



The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 
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Claim 3 is rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as 
the invention. Claim 3 has the limitation "and/or" (line 2) 
that renders the claim indefinite as it is unclear if the 
material is to have thermal and sounding insulating properties 
or thermal or sound insulating properties. 

Claim Rejections - 35 USC §102 

6. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

Claims 1-3, 7-15, 18, 19 and 22 are rejected under 35 
U.S.C. 102(b) as being anticipated by Sterrett (U.S. Patent No. 
3, 619, 961) . 

Claim 1: Sterrett discloses a cladding material comprising 
an outer air permeable cover (Fig. 2: upper 14) an inner air 
permeable cover (lower 14) and an intermediate layer (see Fig. 
1, portion indicated by arrow 11, 13) provided with a graduated 
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filtering profile (it is graduated in that portions 11 have 
grooves 12 and portion 13 is a solid piece.) 

Claim 2: the grooves in the intermediate layer will trap 
the larger particles and the smaller particles will be trapped 
in portion 13. 

Claim 3: the panel has thermal properties as it is 
insulation and the material has inherent acoustical properties. 

Claim 7: the cladding is made of foam which has the 
capability of filtering out particulate emissions and gas 
pollutants . 

Claims 8 and 9: the cladding is a panel (see Fig. 2 
generally) and in modular form. 

Claim 10: the intermediate layer is separate layers (11, 
13) that have different characteristics (in that layer 11 has 
grooves 12.) 

Claim 11: the intermediate layer has the capability to 
extract a specified range of particle size. 

Claim 12: the separate layers can filter a complete 
spectrum of particulate. 

Claim 13: the intermediate is a single layer (11, 13) whose 
characteristics vary across the thickness (they vary in that 
portion indicated in Fig. 1: 11 has grooves 12 and portion 13 is 
a solid member . ) 
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Claims 14 and 15: the layers can be independently 
replaceable and are disposable in that the may be removed and 
disposed of if they become defective. 

Claim 18: the filter is graduated in that portion indicated 
in Fig. 1: 11 has grooves in it and portion indicated by 13 is a 
solid piece. 

Claim 19: Sterrett discloses an air permeable material. 
The language "configured to filter out. ..agents" lines 2 and 3 is 
a statement of intended use of the claimed invention and must 
result in a structural difference between the claimed invention 
and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. 

Claim 22: Sterrett discloses a cladding material having an 
outer air permeable weatherproof cover (Fig. 3: upper portion 14 
is air permeable and portion 16 is weatherproof,) an inner air 
permeable wearing surface cover (14) and an intermediate layer 
(11, 13) with a graduated filtering profile (see rejection above 
for explanation.) 
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Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere 

Co., 383 U.S. 1, 148 USPQ 459 (1966), that are applied for 

establishing a background for determining obviousness under 35 

U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and 
the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent 
art. 

4. Considering objective evidence present in the 
application indicating obviousness or nonobviousness . 



Claims 4-6 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sterrett in view of Rosenblatt (U.S. Patent 
No. 3, 147, 926) . 

Claims 4-6: Sterrett discloses the claimed invention except 
that the intermediate layer is made of the material as claimed. 
Rosenblatt discloses an acoustical panel made of mineral wool 
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heat insulation (which is rigid) and mineral wool is fibrous. 
It would have been obvious at the time the invention was made to 
a person having ordinary skill in the art as a matter of 
functional equivalence to substitute mineral wool with the 
material in Sterrett because the two are known in the art for 
having insulation properties and would perform equally as well. 

Claims 16, 17, 20 and 21 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Sterrett. 

Claim 16: Sterrett discloses a panel that has filter and a 
graduated profile across the thickness (see where portion 
indicated in Fig. 1: 11 has grooves which graduate to solid 
portion 13) and the units are applied to a construction object 
(they are for roofing) . Sterrett does not disclose the method 
of identifying pollutants and configuring the appropriate 
filter. It would have been obvious at the time the invention 
was made to a person having ordinary skill in the art to have 
this limitation because to optimize the panel for desired use 
would be well within the level of skill in the art as one would 
want the system to perform properly without failure. 

Claim 17: while the purpose of the panel is to be used in 
roofing (which is a building or other construction) , Sterrett 
does not disclose a plurality of panels to be used. It would 
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have been obvious at the time the invention was made to a person 
having ordinary skill in the art as a matter of duplication of 
parts to have this limitation because duplication of parts has 
no patentable significance unless a new and unexpected result is 
produced. In re Harza, 214 F.2d 669 (CCPA 1960). See MPEP 
§2144 . 04 . 

Claim 20: Sterrett discloses a system to be placed at a 
building an air permeable cladding material that has a 
filtration layer (11, 13, 14) that can remove particulates as 
air passes form the exterior of the building or other 
construction. Sterrett does not disclose arranging for the 
filtered air to pass to the exterior of the building or other 
construction, however, it would have been obvious at the time 
the invention was made to a person having ordinary skill in the 
art to have this limitation because air would pass from the 
interior to the exterior of a building either by passing through 
the panel in a reverse manner or by other means such as by 
opening a window or door. 

Claim 21: the cladding material has an outer air permeable 
cover (Fig. 2: upper portion 14) and inner air permeable wearing 
surface cover (lower portion 14) and in intermediate layer (11, 
13) with a graduated filtering profile that can remove 
particulate pollutants and contaminants. 
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Conclusion 

8. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to William 
V. Gilbert whose telephone number is 571.272.9055. The examiner 
can normally be reached on Monday - Friday, 08:00 to 17:00 EST. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Richard Chilcot can be 
reached on 571.272.6777. The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300. 
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Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 

(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . If you would 
like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 

(IN USA OR CANADA) or 571-272-1000. 

/W. V. G./ 

Examiner, Art Unit 3635 
/Basil Katcheves/ 
Primary Examiner, Art Unit 3635 



